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DETAILED ACTION 

1 . All outstanding rejections are except for those described below are overcome by 
applicants' amendment filed 6/15/07. 

The new grounds of rejection set forth below are necessitated by applicants' amendment 
and thus, the following action is final. 



Claim Objections 

2. Claims 8-9 are objected to under 37 CFR 1 .75(c), as being of improper dependent form 
for failing to further limit the subject matter of a previous claim. Applicant is required to cancel 
the claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or rewrite the 
claim(s) in independent form. 

(a) Claim 8, which depends on claim 1, recites "wherein said organic solvent having a 
boiling point of at least 1 50 °C is a polar solvent", while claim 1 has been amended to recite that 
the organic solvent having boiling point of at least 1 50 °C "is selected from the group consisting 
of a monoalkyl ether monoalkyl ester derivative of (poly)alkylene glycol and a dialkyl ester 
derivative of (poly)alkylene glycol". Thus, claim 8 fails to further limit the scope of the claim on 
which it depends, namely claim 1, given that claim 8 is broader than claim 1. That is, while claim 
1 is limited to specific organic solvent having a boiling point of at least 150 °C that is selected 
from the group consisting of a monoalkyl ether monoalkyl ester derivative of (poly)alkylene 
glycol and a dialkyl ester derivative of (poly)alkylene glycol, claim 8 broadly encompasses all 
solvents having boiling point of at least 150 °C that are polar solvents which encompasses 



Application Number: 1 0/5 1 8,452 
Art Unit: 1714 



Page 3 



solvents other than monoalkyl ether monoalkyl ester derivative of (poly)alkylene glycol and a 
dialkyl ester derivative of (poly)alkylene glycol. 

(b) Claim 9, which depends on claim 1, recites "wherein said organic solvent having a 
boiling point of at least 1 50 °C is an ether solvent", while claim 1 has been amended to recite that 
the organic solvent having boiling point of at least 150 °C "is selected from the group consisting 
of a monoalkyl ether monoalkyl ester derivative of (poly)alkylene glycol and a dialkyl ester 
derivative of (poly)alkylene glycol". Thus, claim 9 fails to further limit the scope of the claim on 
which it depends, namely claim 1, given that claim 9 is broader than claim 1. That is, while claim 
1 is limited to specific organic solvent having a boiling point of at least 150 °C that is selected 
from the group consisting of a monoalkyl ether monoalkyl ester derivative of (poly)alkylene 
glycol and a dialkyl ester derivative of (poly)alkylene glycol, claim 9 broadly encompasses all 
solvents having boiling point of at least 150 °C that are ether solvents which encompasses 
solvents other than monoalkyl ether monoalkyl ester derivative of (poly)alkylene glycol and a 
dialkyl ester derivative of (poly)alkylene glycol. 

Claim Re jections - 35 USC S 112 
3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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4. Claims 1-2, 4-5, 8-9, and 1 1-12 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 has been amended to recite "wherein said organic solvent is selected from the 
group consisting of a monoalkyl ether monoalkyl ester derivative of (poly)alkylene glycol and a 
dialkyl ester derivative of (poly)alkylene glycol". The scope of the claim is confusing given that 
it is not clear what is meant by "derivative" or what types of organic solvents are encompassed 
by this phrase. 

It is noted that the above rejection was previously set forth in paragraph 2 of the office 
action mailed 3/15/07 against claim 10. Given that the limitation of claim 10 has been inserted 
into claim 1 by applicants' amendment filed 6/15/07, the above rejection is now given against 
present claim 1 . 

Applicants argue that the above cited claim language is proper given that applicants are 
allowed to be their own lexicographers and cite MPEP 2173.01 and MPEP 2173.02. 

However, while it is agreed that applicants are entitled to be their own lexicographer, as 
set forth in MPEP 21 1 1.01 IV "an applicant is entitled to be his or her own lexicographer and 
may rebut the presumption that claim terms are to be given their ordinary and customary 
meaning by clearly setting forth a definition of the term that is different from its ordinary and 
customary meaning(s)". It is further noted that "when a patentee acts as own lexicographer in 
redefining the meaning of particular terms away from their ordinary meaning, he must clearly 
express that intent in the written description". 
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However, applicants have not set forth a definition of the term "derivative" and have not 
defined the meaning of "derivative" in the present specification and thus, the boundaries of the 
subject matter for which protection is sought is not clear. The phrase "derivative" has not been 
defined with reasonable clarity, deliberateness, and preciseness. 

Claim Rejections - 35 USC S 103 

5. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

6. Claims 1-2, 4, 8-9, and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ichikawa (U.S. 5,980,624) in view of Hawley's Condensed Chemical Dictionary and Suzuki et 
al. (U.S. 6,245,832). 

Ichikawa discloses oil-based ink comprising 20-95% ester solvent such as ethylene glycol 
ethyl ether acetate, 5-33% pigment, and 1-20% styrene-acrylic acid copolymer, i.e. water- 
insoluble acrylic resin having a hydrophobic group, i.e. styrene, and acidic group, i.e. acrylic 
acid (col.l, lines 5-8, col.2, line 66-col.3, line 1, col.3, lines 17-28 and 47-51, col.4, lines 65-66, 
col. 5, lines 16-17, 29, and 40-51, and col. 6, line 42). It is well known, as evidenced by Hawley's 
Condensed Chemical Dictionary (page 470), that ethylene glycol ethyl ether acetate has boiling 
point of 156.3 °C. 

The difference between Ichikawa and the present claimed invention is the requirement in 
the claims of acid value and molecular weight of the acrylic resin, i.e. styrene-acrylic acid 
copolymer. 
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Suzuki et al., which is drawn to ink jet ink, disclose the use of styrene-acrylic acid 
copolymer possessing acid value of 200-500, weight average molecular weight of 3,000-15,000, 
and molecular weight distribution, i.e. weight average molecular weight/number average 
molecular weight, of 1-2.5. It is disclosed that if the acid value is lower, there is deteriorated 
stability while if the acid value is higher, these is poor water resistance or low image density. It is 
further disclosed that if the molecular weight distribution exceeds 2.5, the viscosity increases or 
the dispersion is unstable (col.4, lines 13-14 and 35-42). 

In light of the motivation for using styrene-acrylic acid copolymer with specific 
molecular weight and acid value disclosed by Suzuki et al. as described above, it therefore would 
have been obvious to one of ordinary skill in the art to use styrene-acrylic acid copolymer with 
such acid value and molecular weight in Ichikawa in order to produce stable ink with suitable 
viscosity, good water resistance, and good image density, and thereby arrive at the claimed 
invention. 

7. Claims 1-2, 8-9, and 1 1-12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over WO 02/556619 in view of Zhu et al. (U.S. 6,251,175) and Ohta et al. (U.S. 5,954,866). 

The rejection is adequately set forth in paragraph 1 1 of the office action mailed 3/15/07 
and is incorporated here by reference. 

8. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over WO 02/556619 in 
view of Zhu et al. and Ohta et al. as applied to claims 1-2, 8-9, and 1 1-12 above, and further in 
view of Suzuki et al. (U.S. 6,245,832). 
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The rejection is adequately set forth in paragraph 12 of the office action mailed 3/15/07 
and is incorporated here by reference. 

Response to Arguments 

9. Applicants' arguments regarding Doshi (U.S. 2005/0272833), Kiguchi et al. (U.S. 
6,627,364), and JP 07-10943 1 have been fully considered but they are moot in view of the 
discontinuation of the use of these resins against the present claims. 

1 0. Applicants' arguments filed 6/1 5/07 have been fully considered but, with the exception of 
arguments relating to Doshi, Kiguchi et al., and JP 07-109431, they are not persuasive. 

Specifically, applicants argue that while WO 09/556619 and Ichikawa each disclose some 
solvents which may be relevant to the present invention, neither reference suggest the anti- 
grazing properties of printed materials with the ink composition. 

However, while there is no explicit disclosure in WO 02/556619 or Ichikawa that the 
printed images have antigrazing properties given that WO 02/556619 in combination with Zhu et 
al. and Ohta et al. and Ichikawa in combination with Suzuki et al. disclose ink as presently 
claimed, it is clear that such ink would intrinsically possess such antigrazing properties. Further, 
it is noted that there is no requirement in the present claims regarding antigrazing properties. 

Applicants argue that Suzuki et al., Zhu et al., and Ohta et al. are not relevant references 
against the present claims given that none of the references teach solvent as presently claimed. 
It is agreed that none of Suzuki et al., Zhu et al. or Ohta et al. disclose solvent as presently 
claimed. However, note that while Suzuki et al., Zhu et al., and Ohta et al. each do not disclose 
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all .the features of the present claimed invention, Suzuki et al., Zhu et al., and Ohta et al. are each 
used as a teaching reference, and therefore, it is not necessary for these secondary references to 
contain all the features of the presently claimed invention, In re Nievelt, 482 F.2d 965, 179 
USPQ 224, 226 (CCPA 1973), In re Keller 624 F.2d 413, 208 USPQ 871, 881 (CCPA 1981). 
Rather these references each teach a certain concept, namely, specific acrylic resin utilized in ink 
jet inks, and in combination with the primary reference, discloses the presently claimed 
invention. 

Applicants also argue that the effects of the present invention can only be achieved when 
ink composition meets all the requirements of present claim 1, i.e. organic solvent having 
boiling point of at least 150 °C, resin having acidic group that is water-soluble acrylic resin 
having hydrophobic group and acid value of 10-200 mg KOH/g wherein the organic solvent is 
selected from the group consisting of monoalkyl ether monoalkyl ester derivative of poly 
alkylene glycol and dialkyl ester derivative of polyalkylene glycol. As evidence to support the 
criticality of the presently claimed invention, applicants filed 1.132 declaration on 6/15/07. 

The declaration compares ink within the scope of the present claims, i.e. comprising 
acrylic resin as presently claimed as well as organic solvent as presently claimed with ink outside 
the scope of the present claims, i.e. comprising polyester resin instead of acrylic resin and 
solvent outside the scope of the present claims (Ink F), comprising acrylic with acid value 
outside the scope of the present claims (Ink G), comprising acrylic resin with molecular weight 
outside the scope of the present claims (Ink H), comprising amount of acrylic resin outside the 
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scope of the present claims (Ink I), comprising solvent with boiling point outside the scope of the 
present claims (Ink J), and comprising polyester (Ink K). 

It is shown that ink of present invention is superior in terms of antigrazing, sliding 
properties, and /or drying. 

However, with respect to WO 02/556619, it is noted that WO 02/556619 already 
recognizes the criticality of using solvent with boiling point of at least 150 °C. Attention is drawn 
to coL4, lines 33-36 of WO 02/556619 that discloses the use of solvent having boiling point of 
150 °C or higher and col.5, lines 31-33 of WO 02/556619 that discloses that it is preferred to use 
organic solvent with boiling point of 200 °C or higher. 

Additionally, it is noted that the data is not persuasive given that there the data is not 
commensurate in scope with the scope of the present claims given that there is only data at a few 
values of acid number. There is no data at the lower, middle, or upper end of the presently 
claimed range of acid value. As set forth in MPEP 716.02(d), whether unexpected results are the 
result of unexpectedly improved results or a property not taught by the prior art, "objective 
evidence of nonobviousness must be commensurate in scope with the claims which the evidence 
is offered to support". In other words, the showing of unexpected results must be reviewed to see 
if the results occurred over the entire claimed range, In re Clemens, 622 F.2d 1029, 1036, 206 
USPQ 289, 296 (CCPA 1980). Applicants have not provided data to show that the unexpected 
results do in fact occur over the entire claimed range of acid value. Similarly, the data is not 
persuasive given that the data is not commensurate in scope with the scope of the present claims 
given that there is only data at two values of boiling point, i.e. at 247 °C and 270 °C. There is no 
data at the lower end of the presently claimed range of boiling point. 
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Additionally, the data is not commensurate in scope with the scope of the "closest" prior 
art. Specifically, the data set forth in the 1.132 declaration compares ink comprising acrylic resin 
within the scope of the present claims, i.e. comprising acid value of 65, 77, or 24, with ink 
outside the scope of the present claims, i.e. comprising acrylic resin with acid value of 0. 

However, it is noted that Suzuki et al. teach acrylic resin possessing acid value of 200- 
500 while Zhu et al. teach acrylic resin with acid value of 238. Thus, not only does the 
comparative ink G fall outside the scope of the present claims,, but also outside the scope of the 
"closest" prior art Suzuki et al. and Zhu et al. The acid value disclosed by the prior art is closer to 
that presently claimed than the acid values of the comparative examples. 

Similarly, the data set forth in the 1.132 declaration comprises ink comprising acrylic 
resin as presently claimed with in the scope of the present claims with ink comprising polyester 
which is outside the scope of the present claims. However, there is no disclosure in Ichikawa of 
polyester resin. Thus, not only is the data outside the scope of the present claims but also outside 
the scope of the prior art. 

Conclusion 

1 1 . Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
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MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 



12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Callie E. Shosho whose telephone number is 571-272-1 123. The 
examiner can normally be reached on Monday-Friday (6:30-4:00) Alternate Fridays Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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